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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Trademark   
Registration No. 3619407 
Mark: BLUE MIST 
Filed: November 20, 2008 
Registered: May 12, 2009 
____________________________________ 
 ) 
SIS RESOURCES LTD., ) 
 ) 

Petitioner, ) 
 ) 
v. ) Cancellation No. _________________ 
 ) 
STARBUZZ TOBACCO, INC., ) 
 ) 

Registrant. ) 
____________________________________) 
 

PETITION FOR CANCELLATION 

Petitioner SIS Resources Ltd. (“Petitioner”) believes that it is and will be damaged by the 

continued presence on the Principal Register of Registration No. 3619407 owned by Starbuzz 

Tobacco, Inc. (“Registrant” or “Starbuzz”) for the trademark BLUE MIST registered in 

connection with “pipe tobacco, tobacco, smoking tobacco, flavored tobacco, molasses tobacco” 

in International Class 34 (“BLUE MIST Mark” or “Registration”).  Petitioner hereby petitions to 

cancel said Registration under the provisions of Section 14 of the Trademark Act of 1946 

(“Lanham Act”), 15 U.S.C. § 1064(3). 

As grounds for the Cancellation, Petitioner alleges the following:  

1. Petitioner is an Israeli corporation with an address at Post Office Box 674, 99000 

Bet Shemesh, Israel. 

2. Upon information and belief, Registrant is a California corporation with an 

address at 10871 Forbes Avenue, Garden Grove, California 92843. 
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3. Petitioner is the owner of the trademark MOCHA MIST, U.S. Application Serial 

No. 85846992, for “electronic cigarettes components, accessories, parts, and structural parts 

therefor, namely, refill cartridges, cartomisers, and atomisers” in Class 34 (“MOCHA MIST 

Mark”). 

4. On November 1, 2013, Registrant filed a Notice of Opposition against Petitioner’s 

MOCHA MIST Mark, alleging priority and likelihood of confusion under Section 2(d) of the 

Lanham Act, 15 U.S.C. 1052(d), purportedly based on Registrant’s BLUE MIST Mark Reg. No. 

3619407 and CITRUS MIST Mark Reg. No. 3695500, which was assigned Proceeding No. 

91213286 (“Opposition Proceeding”).  Petitioner filed its Answer in the Opposition Proceeding 

on December 11, 2013.  Attached hereto as Exhibit A and made part of the record are true and 

correct copies of the United States Certificate of Registration and TSDR & TESS print-outs for 

the BLUE MIST Mark U.S. Reg. No. 3619407.  Attached hereto as Exhibit B and made part of 

the record is a true and correct copy of the Notice of Opposition filed by Registrant against the 

MOCHA MIST Mark.   

5. On February 4, 2015, Opposer filed a federal lawsuit against Petitioner and Nu 

Mark LLC in the Central District of California alleging claims for federal trademark 

infringement and false designation of origin, state unfair business practices, and common law 

trademark infringement and unfair competition, captioned Starbuzz Tobacco, Inc. v. SIS 

Resources Ltd. and Nu Mark LLC, C.D. Cal., Case No. 8:15-cv-00176 (“Civil Action”).  

Attached hereto as Exhibit C and made part of the record is a true and correct copy of the 

Complaint in the Civil Action.  The alleged basis of Registrant’s claims are the BLUE MIST 

Mark Reg. No. 3619407 and CITRUS MIST Mark Reg. No. 3695500.  Exh. C ¶¶ 15, 24.  On 
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February 12, 2015, the United States Trademark Trial and Appeal Board (“Board” or “TTAB”) 

suspended the Opposition Proceeding during the pendency of the Civil Action.   

6. In light of the Opposition Proceeding and the Civil Action, Petitioner believes it is 

and is likely to be damaged by the continued registration of U.S. Trademark Reg. No. 3619407. 

7. Upon information and belief, Petitioner asserts that Registrant has no valid U.S. 

trademark rights in its alleged BLUE MIST Mark. 

8. Upon information and belief, Petitioner asserts that Registrant’s Registration 

should be cancelled under Section 14 of the Lanham Act, 15 U.S.C. 1064(3), because the federal 

registration for the BLUE MIST Mark was maintained fraudulently. 

A. Pending Court Proceeding Involving BLUE MIST Mark Rights 

9. At the time Registrant filed its Combined Declaration of Use and Incontestability 

under Sections 8 & 15 on May 23, 2014, the BLUE MIST Mark was at issue in a pending federal 

court action for declaratory relief filed by Registrant and subject to counterclaims of trademark 

infringement and unfair competition.   

10. Specifically, on March 8, 2013, Registrant filed a complaint for declaratory 

judgment of non-infringement of trademarks and non-dilution of trademarks against Lorillard, 

Inc. and Lorillard Technologies, Inc. regarding Registrant’s BLUE MIST Mark in the United 

States District Court for the Central District of California, captioned Starbuzz Tobacco, Inc. v. 

LOEC, Inc., C.D. Cal., Case No. 8:13-cv-00411 (“Federal Court Action”).  Registrant then filed 

a First Amended Complaint substituting LOEC, Inc. as defendant on October 9, 2013 (“FAC”).  

Attached hereto as Exhibit D and made part of the record is a true and correct copy of the FAC 

in the Federal Court Action.   
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11. In the FAC, Registrant pled its BLUE MIST Mark Reg. No. 3619407 (FAC ¶ 15 

& Exh. A), defined “BLUE MIST Mark” to mean the Registration (FAC ¶ 15), and sought a 

declaration that Registrant’s BLUE MIST Mark for tobacco and related products has priority 

over BLU Marks for electronic cigarettes and that Registrant’s BLUE MIST Mark is not 

confusingly similar to LOEC’s BLU Marks (FAC Prayer for Relief ¶¶ 1-2).  Exh. D.  In 

particular, Registrant alleged: 

• “At all times relevant herein, Starbuzz has been, and still is, the 
owner of the exclusive rights, title, and interest in the BLUE MIST 
Mark for tobacco and related products.”  (FAC ¶ 17.) 

 

• “Starbuzz is informed and believes, and on that basis alleges, that 
the date of first use of the BLUE MIST Mark in commerce 
predates the date of first use of the BLU Marks in commerce.  
Therefore, Starbuzz’s rights to use BLUE MIST on tobacco and 
related products have priority over any rights claimed by 
Defendants in their BLU Marks.”  (FAC ¶ 40.) 

 

• “Because no likelihood of confusion exists between ‘BLUE MIST’ 
and the BLU Marks, Starbuzz has not infringed upon the BLU 
Marks.”  (FAC ¶ 50.) 

 

• “Based upon the cease and desist letters, and since Starbuzz is 
making bona fide use of the ‘BLUE MIST’ mark in connection 
with its tobacco and electronic cigarette products, there is an actual 
controversy as to whether Plaintiff’s use of the ‘BLUE MIST’ 
mark infringes upon and dilutes Defendant’s BLU Marks.”  (FAC 
¶ 61.) 

 

• “By this Complaint, Starbuzz seeks declaratory relief from this 
Court to clarify its rights to the ‘BLUE MIST’ mark and 
Defendant’s rights in the BLU Marks.” (FAC ¶ 62.) 

  
Exh. D. 
 
 12. Registrant had filed the declaratory judgment in the Federal Court Action in 

response to a cease and desist letter from Lorillard, dated February 4, 2013, in which “Lorillard 

on behalf of Defendant claimed ownership of the BLU Marks and demanded that Starbuzz cease 
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and desist from all use of ‘BLUE MIST’, file an express abandonment of the Application, and 

enter into a settlement agreement with Defendant to resolve the matter” (FAC ¶ 55).  Exh. D.  In 

that same letter, “Lorillard, on behalf of Defendant, further accused Starbuzz of trademark 

infringement and dilution of the BLU Marks.”  (FAC ¶ 56.)   Registrant responded to the 

February 4 letter on February 15, 2013, “claiming that there is no likelihood of confusion 

between the parties’ respective marks.”  (FAC ¶ 58.)  In that letter, Registrant stated at the outset: 

“For the reasons that follow, we believe that there is no likelihood of confusion between 

Starbuzz’s BLUE MIST mark for tobacco products (Reg. No. 3619407) (the ‘BLUE MIST 

Mark’) and Lorillard’s ‘BLU’ family of marks (the ‘BLU Marks’).”  Attached hereto as Exhibit 

E and made a part of the record is a true and correct copy of the Ans. to FAC & Counterclaims in 

the Federal Court Action (see Exh. H to same). 

 13. On January 13, 2014, LOEC filed its Answer to the FAC and Counterclaims in 

the Federal Court Action, alleging in its Answer, among other things: 

• “In response to the allegations of paragraph 40 of the FAC, LOEC 
denies that Starbuzz’s rights, if any, to use ‘BLUE MIST’ on 
tobacco and related products have priority over LOEC’s rights in 
the BLU Marks in connection with electronic cigarettes and related 
products.”  (Ans. to FAC ¶ 40.)  

 

• “In response to the allegations of paragraph 61 of the FAC, LOEC 
admits that there is a current actual case or controversy regarding 
whether Plaintiff’s use of the ‘BLUE MIST’ mark infringes upon 
Defendant’s BLU Marks.”  (Ans. to FAC ¶ 61.) 

 

• “In response to the allegations of paragraph 62 of the FAC, LOEC 
admits that Starbuzz has filed an action for declaratory relief to 
clarify its rights to the ‘BLUE MIST’ mark and LOEC’s rights in 
the BLU Marks.  LOEC denies that Starbuzz is entitled to any 
relief.”  (Ans. to FAC ¶ 62.) 

 

• “In response to the allegations of paragraph 68 of the FAC, LOEC 
admits that Starbuzz asserts that there is no likelihood of confusion 
between ‘BLUE MIST’ and the BLU Marks.”  (Ans. to FAC ¶ 68.) 
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Exh. E. 

  14. In its three counterclaims for federal unfair competition under 15 U.S.C. § 

1125(a), California common law trademark infringement, and California unfair competition 

under Cal. Bus. & Prof. Code § 17200, LOEC defined “BLUE MIST Mark” to mean Reg. No. 

3619407 (Counterclaims ¶ 8), as Starbuzz had done in the FAC.  Among other things, LOEC 

sought a judgment from the Court: 

• “Dismissing all claims in Starbuzz’s First Amended Complaint 
with prejudice, finding that Starbuzz is not entitled to any of its 
requested relief, or any relief whatsoever, and denying with 
prejudice all relief requested by Starbuzz.”  (Counterclaims Prayer 
for Relief ¶ 1.) 

 

• “Adjudging that Starbuzz . . . be enjoined and restrained at first 
during the pendency of this action and thereafter permanently 
from: a. Manufacturing, producing, sourcing, importing, selling, 
offering for sale, distributing, advertising, or promoting any goods 
that display any words or symbols that so resemble the BLU 
Family of Marks as to be likely to cause confusion, mistake or 
deception, on or in connection with any product that is not 
authorized by or for LOEC; b. Using any word, term, symbol, 
device or combination thereof that causes or is likely to cause 
confusion, mistake or deception as to the affiliation or association 
of Starbuzz or its products with LOEC, or as to the origin of 
Starbuzz’s goods, or any false designation of origin, false or 
misleading description or representation of fact; c. Further 
infringing the rights of LOEC in and to the BLU Family of Marks 
or otherwise damaging LOEC’s goodwill or business reputation; d. 
Otherwise competing unfairly with LOEC in any manner . . . .”  
(Counterclaims Prayer for Relief ¶ 3.) 

 

• “Adjudging that Starbuzz . . . be enjoined and restrained from 
applying to register any trademark applications with the USPTO 
that are likely to infringe on the BLU Family of Marks.”  
(Counterclaims Prayer for Relief ¶ 9.) 

 
Exh. E. 

 
 15. On February 3, 2014, Starbuzz filed its Answer to the Counterclaims in the 

Federal Court Action, raising the following Affirmative Defenses: 
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• “LOEC’s claims are barred, in whole or in part, by Starbuzz’s prior 
use and/or registration of the BLUE MIST, MELON BLUE, and 
BLUE SURFER marks.”  (Ans. to Counterclaims Eighth Aff. 
Defense Prior Use/Registration.) 

 

• “LOEC’s trademark infringement claims fails since Starbuzz used 
its BLUE MIST and MELON BLUE marks in commerce before 
LOEC and its predecessor(s) in interest began using the BLU 
Marks in commerce.  In addition, Starbuzz is informed and 
believes, and thereon alleges, that LOEC’s BLU Marks are 
descriptive and did not acquire distinctiveness, if any, until after 
Starbuzz began use of its BLUE MIST, MELON BLUE, and 
BLUE SURFER marks for tobacco products.”  (Ans. to 
Counterclaims Twelfth Aff. Defense Priority and Non-
Infringement of Trademark.) 

 
Attached hereto as Exhibit F and made part of the record is a true and correct copy of the Ans. 

to Counterclaims in the Federal Court Action. 

B. Section 15 Declaration Filed During Pendency of Court Proceeding 

 16. Thereafter, while the Federal Court Action was still pending, Starbuzz filed a 

Combined Declaration of Use and Incontestability under Sections 8 & 15 on May 23, 2014 in 

connection with the BLUE MIST Mark Registration No. 3619407, declaring: “There has been no 

final decision adverse to the owner’s claim of ownership of such mark for such goods/services, 

or to the owner’s right to register the same or to keep the same on the register; and there is no 

proceeding involving said rights pending and not disposed of either in the United States Patent 

and Trademark Office or in a court.”  Attached hereto as Exhibit G and made part of the record 

is a true and correct copy of the Combined Declaration of Use and Incontestability under 

Sections 8 & 15 filed in connection with the Registration. 

 17. Martin Jerisat signed the Section 15 Declaration as counsel for Starbuzz under 

penalty of perjury; specifically:  

The signatory being warned that willful false statements and the 
like are punishable by fine or imprisonment, or both, under 18 
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U.S.C. Section 1001, and that such willful false statements and the 
like may jeopardize the validity of this submission, declares that all 
statements made of his/her own knowledge are true and all 
statements made on information and belief are believed to be true. 

 
Exh. G. 
 
 18. At the time Mr. Jerisat signed the Section 15 Declaration, he was an attorney for 

Starbuzz in the Federal Court Action, having filed a Notice of Appearance on November 4, 2013.  

Attached hereto as Exhibit H and made part of the record is a true and correct copy of the Notice 

of Appearance filed in the Federal Court Action.  Thus, Mr. Jerisat clearly knew there was a 

“proceeding involving said rights pending . . . in a court and not finally disposed of.”  15 U.S.C. 

§ 1065.  Indeed, Mr. Jerisat is the former counsel of record in the Opposition Proceeding 

referenced above until the recent Notice of Appearance of Counsel for Starbuzz filed on January 

16, 2015 by Natu J. Patel of The Patel Law Firm, P.C. 

 19. On June 10, 2014, the United States Patent and Trademark Office (“USPTO”) 

acknowledged the Section 15 Declaration filed in connection with the Registration.  Attached 

hereto as Exhibit I and made part of the record is a true and correct copy of the Notice of 

Acknowledgment under Section 15 issued in connection with the Registration. 

 20. By signing the Section 15 Declaration, Mr. Jerisat committed a fraud on the 

USPTO; namely, a false representation regarding a material fact, the registrant’s knowledge or 

belief that the representation is false, the intent to induce reliance upon the misrepresentation and 

reasonable reliance thereon, and damages proximately resulting from the reliance.  The Section 

15 Declaration was materially false because of the pending Federal Court Action.  Thus, Mr. 

Jerisat’s statements that “there is no proceeding involving said rights pending and not disposed 

of in . . . a court” was false and Mr. Jerisat knew those statements were false. 
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 21. Furthermore, at the time the Section 15 Declaration was signed and filed, eight 

Notices of Suits were lodged in connection with this Registration reflecting unique cases filed by 

Registrant, five of which were still pending, including the Federal Court Action.  See TSDR 

printout at Exh. A.  After the USPTO acknowledged the Section 15 Declaration, three more 

Notices of Suit were lodged in connection with this Registration reflecting new cases filed by 

Registrant.  Upon information and belief, Registrant is a litigious party that deliberately 

committed fraud on the USPTO to procure a false Section 15 Declaration of Incontestability that 

would afford and did afford Registrant benefits and presumptions under 15 U.S.C. § 1115, to 

which Registrant was not otherwise entitled, to assert against third-parties in litigation.   

 22. Specifically, once a registration has become incontestable under Section 15 of the 

Lanham Act, 15 U.S.C. § 1065, “the registration shall be conclusive evidence of the validity of 

the registered mark and of the registration of the mark, of the registrant’s ownership of the mark, 

and of the registrant’s exclusive right to use the registered mark in commerce.”  15 U.S.C. § 

1115(b).  “Such conclusive evidence of the right to use the registered mark shall be subject to . . . 

the following defenses or defects: (1) That the registration or the incontestable right to use the 

mark was obtained fraudulently . . . .”  Id. 

 23. Accordingly, in procuring and maintaining U.S. Trademark Reg. No. 3619407, 

Registrant made false, material representations of fact which it knew or should have known were 

false, with intent to deceive the USPTO into acknowledging the Section 15 Declaration of 

Incontestability.  For these reasons, U.S. Trademark Reg. No. 3619407 for the BLUE MIST 

Mark was obtained fraudulently and should be cancelled. 
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CANCELLATION FOR FRAUD  

SECTION 14(3) OF THE LANHAM ACT, 15 U.S.C. § 1064(3) 

 

24. Petitioner repeats and re-alleges each and every allegation contained in 

Paragraphs 1 through 23 above, as if set forth herein in full. 

25. Petitioner asserts that Registrant’s U.S. Trademark Reg. No. 3619407 should be 

cancelled under Section 14 of the Lanham Act, 15 U.S.C. § 1064(3), because the federal 

registration for the BLUE MIST Mark was obtained fraudulently. 

26. A petition to cancel a registration is appropriate “[a]t any time if . . . registration 

was obtained fraudulently or contrary to the provisions of section 1054 of title 15 or of 

subsection (a), (b), or (c) of section 1052 of title 15 for a registration under this chapter, or 

contrary to similar prohibitory provisions of such prior Acts for a registration under such Acts . . 

. . ”  15 U.S.C. § 1064(3).   

27. Under Section 15 of the Lanham Act, 15 U.S.C. § 1065, “. . . the right of the 

owner to use such registered mark in commerce for the goods or services on or in connection 

with which such registered mark has been in continuous use for five consecutive years 

subsequent to the date of such registration and is still in use in commerce, shall be incontestable: 

Provided, That . . . (2) there is no proceeding involving said rights pending in the United States 

Patent and Trademark Office or in a court and not finally disposed of . . . .” 

28. Registrant filed its Combined Declaration of Use and Incontestability under 

Sections 8 & 15 for the BLUE MIST Mark on May 23, 2014 with the USPTO while the Federal 

Court Action involving said rights was pending. 

29. In the Combined Declaration of Use and Incontestability under Sections 8 & 15 

for the BLUE MIST Mark on May 23, 2014, Registrant’s counsel Martin Jerisat declared under 

penalty of perjury: “The signatory being warned that willful false statements and the like are 
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punishable by  fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful 

false statements and the like may jeopardize the validity of this submission, declares that all 

statements made of his/her own knowledge are true and all statements made on information and 

belief are believed to be true.” 

30. Registrant’s statements in its Combined Declaration of Use and Incontestability 

under Sections 8 & 15 for the BLUE MIST Mark were false, and Registrant knew or should have 

known of the falsity of its statements. 

31. Registrant’s statements in its Combined Declaration of Use and Incontestability 

under Sections 8 & 15 for the BLUE MIST Mark were false representations of a material fact, 

and Registrant knew or should have known of the falsity of its statements. 

32. Upon information and belief, Registrant intended to induce the USPTO to rely 

upon Registrant’s false representations of a material fact and thereby acknowledge the Section 

15 Declaration for U.S. Trademark Reg. No. 3619407 for the BLUE MIST Mark. 

33. Upon information and belief, Registrant’s intentional false representations of a 

material fact deceived the USPTO into acknowledging the Section 15 Declaration for U.S. 

Trademark Reg. No. 3619407 for the BLUE MIST Mark. 

34. In view of the foregoing, the Section 15 Declaration of Incontestability for U.S. 

Trademark Reg. No. 3619407 was obtained fraudulently. 

35. In view of the foregoing, U.S. Trademark Reg. No. 3619407 was maintained 

fraudulently. 

36. Accordingly, U.S. Trademark Reg. No. 3619407 should be cancelled under 

Section 14 of the Lanham Act, 15 U.S.C. § 1064(3). 
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By virtue of the foregoing, Petitioner believes that it is now and will be damaged by the 

continued presence on the Principal Register of Registration No. 3619407 for the BLUE MIST 

Mark.  If Registrant is permitted to maintain the Registration and retain such rights as conferred 

under the Principal Register of the Lanham Act, Registrant will retain unlawful gain and 

advantage to which Registrant is not entitled under the Lanham Act, to the detriment and harm of 

Petitioner.  

WHEREFORE, Petitioner respectfully requests that the Board cancel U.S. Trademark 

Reg. No. 3619407 in its entirety, declare that no right of incontestability exists or ever existed 

with regard to U.S. Trademark Reg. No. 3619407, and sustain this Petition for Cancellation in 

favor of Petitioner. 

Petitioner hereby appoints Ann K. Ford, a member of the Bar of the District of Columbia, 

Thomas E. Zutic, a member of the Bar of the District of Columbia, John M. Nading, a member 

of the Bar of the District of Columbia, David M. Kramer, a member of the Bar of the District of 

Columbia, Eunice R. Chung, a member of the Bar of the District of Columbia, Ashley H. Joyce, 

a member of the Bar of the State of California, and all of the law firm of DLA Piper LLP (US), 

500 8th Street, NW, Washington, DC 20004, telephone number (202) 799-4000, to transact all 

business in the USPTO in connection with this Cancellation Proceeding and hereby revokes all 

previous powers of attorney herein. 

Please address all correspondence to: 

Ann K. Ford, Esq. 
DLA Piper LLP (US) 
500 8th Street, NW  
Washington, DC  20004 
dctrademarks@dlapiper.com 
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The filing fee for this Cancellation in the amount of $300.00 is hereby electronically 

transferred with the submission of the Petition for Cancellation.  

The undersigned, registered agent for Petitioner herein, states that she is authorized to 

prosecute this Cancellation, that she has read and signed the foregoing Petition for Cancellation 

and knows the contents thereof, and that all statements made on information and belief are 

believed to be true; and further that these statements were made with the knowledge that willful 

false statements and the like so made are punishable by fine or imprisonment, or both, under 

Section 1001 of Title 18 of the United States Code and that willful false statements may 

jeopardize the validity of this Cancellation and any decision resulting therefrom. 

Dated: February 17, 2015  Respectfully submitted, 

DLA PIPER LLP (US)  

  By:  /s/ Ann K. Ford     
Ann K. Ford 
Thomas E. Zutic 
John M. Nading 
Ashley H. Joyce 
500 8th Street, NW 
Washington, D.C.  20004 
Tel. 202-799-4000 
Fax 202-799-5000  

  

 Attorneys for Petitioner SIS Resources Ltd.
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CERTIFICATE OF SERVICE 

 This is to certify that a copy of the foregoing PETITION FOR CANCELLATION was 

served via First Class U.S. Mail, postage prepaid, and properly addressed to: 

 Starbuzz Tobacco, Inc. 
 10871 Forbes Ave 
 Garden Grove, California  92843 
 
 Natu J. Patel 
 The Patel Law Firm, P.C. 
 22952 Mill Creek Drive 
 Laguna Hills, California  92653 
 
 
this 17th day of February, 2015. 

 /s/ Ann K Ford 

Ann K. Ford 
Attorney for Petitioner 

 



 

 

 

 

 

 

 

 

 

 

EXHIBIT A 
Petition for Cancellation 

BLUE MIST Mark 

U.S. Registration No. 3619407 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 





 

Mark Information

Mark Literal Elements: BLUE MIST

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

International Registration
Number:

1031097

International
Application(s)

/Registration(s) Based on
this Property:

A0018784/1031097

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Pipe Tobacco, Tobacco, Smoking Tobacco, Flavored Tobacco, Molasses Tobacco

International Class(es): 034 - Primary Class U.S Class(es): 002, 008, 009, 017

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 01, 2006 Use in Commerce: Dec. 01, 2006

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Starbuzz Tobacco, Inc.

Owner Address: 10871 Forbes Ave
Garden Grove, CALIFORNIA 92843
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-11 09:19:54 EST

Mark: BLUE MIST

US Serial Number: 77619104 Application Filing Date: Nov. 20, 2008

US Registration Number: 3619407 Registration Date: May 12, 2009

Register: Principal

Mark Type: Trademark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jun. 10, 2014

Publication Date: Feb. 24, 2009



Attorney of Record

Attorney Name: Natu J. Patel Docket Number: S015-4472

Attorney Primary Email
Address:

NPatel@thePatelLawFirm.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Natu J. Patel
The Patel Law Firm, P.C.
22952 Mill Creek Drive
Laguna Hills, CALIFORNIA 92653
UNITED STATES

Phone: (949) 955-1077 Fax: (949) 955-1877

Correspondent e-mail: NPatel@thePatelLawFirm.com MUy@thePatelLa
wFirm.com JChuan@thePatelLawFirm.com

Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Dec. 19, 2014 ATTORNEY REVOKED AND/OR APPOINTED

Dec. 19, 2014 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 13, 2014 NOTICE OF SUIT

Sep. 24, 2014 NOTICE OF SUIT

Jul. 02, 2014 NOTICE OF SUIT

Jun. 26, 2014 NOTICE OF SUIT

Jun. 11, 2014 NOTICE OF SUIT

Jun. 10, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 10, 2014 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69471

Jun. 10, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 69471

May 23, 2014 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 23, 2014 TEAS SECTION 8 & 15 RECEIVED

Mar. 10, 2014 NOTICE OF SUIT

Dec. 19, 2013 NOTICE OF SUIT

Dec. 17, 2013 NOTICE OF SUIT

Nov. 08, 2013 ATTORNEY REVOKED AND/OR APPOINTED

Nov. 08, 2013 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 25, 2013 NOTICE OF SUIT

Feb. 20, 2013 NOTICE OF SUIT

Sep. 18, 2012 NOTICE OF SUIT

May 25, 2011 NOTICE OF SUIT

Jun. 09, 2010 NOTICE OF SUIT

Aug. 29, 2009 NOTICE OF SUIT

May 12, 2009 REGISTERED-PRINCIPAL REGISTER

Feb. 24, 2009 PUBLISHED FOR OPPOSITION

Feb. 04, 2009 NOTICE OF PUBLICATION

Jan. 21, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 78413

Jan. 15, 2009 ASSIGNED TO LIE 78413

Dec. 30, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 29, 2008 ASSIGNED TO EXAMINER 78305

Nov. 24, 2008 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of Section 15 - Accepted



Incontestability:

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 114 Date in Location: Jun. 10, 2014

Proceedings

Summary

Number of Proceedings: 8

Type of Proceeding: Opposition
Proceeding Number: 91214903 Filing Date: Feb 12, 2014

Status: Pending Status Date: Feb 12, 2014

Interlocutory Attorney: ANDREW P BAXLEY

Defendant

Name: PR Brothers LLC

Correspondent Address: BEN T LILA
MANDOUR & ASSOCIATES APC
16870 W BERNARDO DRIVE, SUITE 400
SAN DIEGO CA , 92127
UNITED STATES

Correspondent e-mail: blila@mandourlaw.com , jmandour@mandourlaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

DLITE MIST Opposition Pending 86048029
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM PC
22952 MILL CREEK DR
LAGUNA HILLS CA , 92653
UNITED STATES

Correspondent e-mail: NPatel@thePatelLawFirm.com , MUy@thePatelLawFirm.com , JChuan@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500

TROPICAL MIST Registered 85360053 4196957

HAWAIIAN MIST Registered 85359875 4196953

PEACH MIST Registered 85533824 4287968
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Feb 12, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 12, 2014 Mar 24, 2014

3 PENDING, INSTITUTED Feb 12, 2014

4 CHANGE OF CORRESP ADDRESS Mar 21, 2014

5 ANSWER Mar 21, 2014

6 P APPEARANCE / POWER OF ATTORNEY Dec 09, 2014

7 P MOT TO SUSP PEND DISP CIV ACTION Dec 22, 2014

8 P CORRESPONDENCE Jan 07, 2015
Type of Proceeding: Opposition

Proceeding Number: 91214086 Filing Date: Dec 18, 2013

Status: Pending Status Date: Dec 18, 2013

 



Interlocutory Attorney: ELIZABETH WINTER

Defendant

Name: Philip Melnick

Correspondent Address: PHILLIP MELNICK
PO BOX 131822
STATEN ISLAND NY , 10313
UNITED STATES

Correspondent e-mail: philipmelnick@aol.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

MYST Opposition Pending 85774314
Plaintiff(s)

Name: Starbuzz Tobacco Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM PC
22952 MILL CREEK DRIVE
LAGUNA HILLS CA , 92653
UNITED STATES

Correspondent e-mail: NPatel@thePatelLawFirm.com , MUy@thePatelLawFirm.com , JChuan@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500

PEACH MIST Registered 85533824 4287968

TROPICAL MIST Registered 85360053 4196957
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 18, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 19, 2013 Jan 28, 2014

3 PENDING, INSTITUTED Dec 19, 2013

4 D MOT FOR EXT W/ CONSENT Jan 27, 2014

5 EXTENSION OF TIME GRANTED Jan 27, 2014

6 P MOT TO VACATE (#5) AND MOTION FOR DEFAULT
JUDGMENT Feb 04, 2014

7 D REQ TO W/DRAW AS ATTORNEY Feb 10, 2014

8 D REPLY TO P MOTION AND CROSS MOTION FOR
SUMMARY JUDMENT Feb 19, 2014

9 SUSPENDED Jun 26, 2014

10 RESPONSE DUE 30 DAYS (DUE DATE) Jun 30, 2014 Jul 30, 2014

11 ANSWER Jul 30, 2014

12 TRIAL DATES RESET Aug 07, 2014

13 P APPEARANCE / POWER OF ATTORNEY Jan 16, 2015
Type of Proceeding: Opposition

Proceeding Number: 91213286 Filing Date: Nov 01, 2013

Status: Pending Status Date: Nov 01, 2013

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: SIS Resources Ltd.

Correspondent Address: ANN K FORD
DLA PIPER LLP US
500 8TH STREET NW
WASHINGTON DC , 20004
UNITED STATES

Correspondent e-mail: Ann.Ford@dlapiper.com , Thomas.Zutic@dlapiper.com , John.Nading@dlapiper.com , dctrademarks@dlapiper.com

Associated marks

Serial Registration



Mark Application Status Number Number

MOCHA MIST Opposition Pending 85846992
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM PC
22952 MILL CREEK DRIVE
LAGUNA HILLS CA , 92653
UNITED STATES

Correspondent e-mail: NPatel@thePatelLawFirm.com , MUy@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Nov 01, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 01, 2013 Dec 11, 2013

3 PENDING, INSTITUTED Nov 01, 2013

4 P CHANGE OF CORRESP ADDRESS Nov 08, 2013

5 ANSWER Dec 11, 2013

6 D APPEARANCE / POWER OF ATTORNEY Feb 20, 2014

7 D MOT FOR EXT W/O CONSENT Mar 20, 2014

8 D REQ TO W/DRAW AS ATTORNEY Mar 31, 2014

9 P OPP/RESP TO MOTION Apr 01, 2014

10 RESPONSE DUE 30 DAYS (DUE DATE) Apr 02, 2014 May 02, 2014

11 D APPEARANCE / POWER OF ATTORNEY Apr 29, 2014

12 D CHANGE OF CORRESP ADDRESS Apr 29, 2014

13 D'S MOT TO EXTEND GRANTED; TRIAL DATES RESET Jun 28, 2014

14 CHANGE OF CORRESP ADDRESS Sep 03, 2014

15 D MOT FOR EXT W/O CONSENT Sep 22, 2014

16 P MOT TO COMPEL DISCOVERY Sep 29, 2014

17 P MOT TO COMPEL DISCOVERY Sep 29, 2014

18 P MOT TO COMPEL DISCOVERY Sep 29, 2014

19 P MOT TO COMPEL DISCOVERY Sep 29, 2014

20 P MOT TO COMPEL DISCOVERY Sep 29, 2014

21 P MOT TO COMPEL DISCOVERY Sep 29, 2014

22 PARTIES' STIP PROTECTIVE ORDER Oct 13, 2014

23 D OPP/RESP TO MOTION Oct 14, 2014

24 SUSP PEND DISP OF OUTSTNDNG MOT Nov 10, 2014

25 P APPEARANCE / POWER OF ATTORNEY Jan 16, 2015

26 P'S MOT TO COMPEL DENIED W/O PREJ; D'S MOT TO
EXTEND GRANTED; TRIAL DATES RESET Feb 01, 2015

27 P MOT TO SUSP PEND DISP CIV ACTION Feb 09, 2015
Type of Proceeding: Opposition

Proceeding Number: 91213185 Filing Date: Oct 25, 2013

Status: Terminated Status Date: Feb 04, 2014

Interlocutory Attorney: MARY CATHERINE FAINT

Defendant

Name: Jeffrey Binder

Correspondent Address: RICHARD L MORRIS JR



TRADEMARKRENEWALS.COM
C/O 1 800 4 TRADEMARK , PO BOX 398538
MIAMI BEACH FL , 33239-8538
UNITED STATES

Correspondent e-mail: richard@4trademark.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

THINMIST Abandoned - After Inter-Partes Decision 85501815
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: MARTIN JERISAT
STARBUZZ TOBACCO INC
10871 FORBES AVENUE
GARDEN GROVE CA , 92843
UNITED STATES

Correspondent e-mail: martin@starbuzztobacco.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

CITRUS MIST Registered 77699076 3695500

TROPICAL MIST Registered 85360053 4196957

HAWAIIAN MIST Registered 85359875 4196953

PEACH MIST Registered 85533824 4287968

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Oct 25, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 25, 2013 Dec 04, 2013

3 PENDING, INSTITUTED Oct 25, 2013

4 P CHANGE OF CORRESP ADDRESS Nov 08, 2013

5 NOTICE OF DEFAULT Dec 20, 2013

6 BD DECISION: SUSTAINED Feb 04, 2014

7 TERMINATED Feb 04, 2014
Type of Proceeding: Opposition

Proceeding Number: 91212459 Filing Date: Sep 13, 2013

Status: Terminated Status Date: Jul 24, 2014

Interlocutory Attorney: CHERYL S GOODMAN

Defendant

Name: S&E Distributor, Inc.

Correspondent Address: JEFFREY P THENNISCH
INGRASSIA FISHER & LORENZ PC
1050 WILSHIRE DR SUITE 230
TROY MI , 48084
UNITED STATES

Correspondent e-mail: docketing@ifllaw.com;jeff@ifllaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

COOL MIST Abandoned - After Inter-Partes Decision 85812071
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: MARTIN JERISAT
STARBUZZ TOBACCO INC
10871 FORBES AVE
GARDEN GROVE CA , 92843
UNITED STATES

Correspondent e-mail: martin@starbuzztobacco.com



Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500

TROPICAL MIST Registered 85360053 4196957

HAWAIIAN MIST Registered 85359875 4196953

PEACH MIST Registered 85533824 4287968
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Sep 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 13, 2013 Oct 23, 2013

3 PENDING, INSTITUTED Sep 13, 2013

4 ANSWER Oct 10, 2013

5 P MOT TO STRIKE Nov 05, 2013

6 SUSP PEND DISP OF OUTSTNDNG MOT Nov 06, 2013

7 CHANGE OF CORRESP ADDRESS Nov 08, 2013

8 PROCEEDINGS RESUMED Jan 14, 2014

9 D MOT TO CONSOLIDATE Jan 29, 2014

10 P OPP/RESP TO MOTION Feb 28, 2014

11 TRIAL DATES REMAIN AS SET May 27, 2014

12 W/DRAW OF APPLICATION Jul 10, 2014

13 BD DECISION: SUSTAINED Jul 24, 2014

14 TERMINATED Jul 24, 2014
Type of Proceeding: Opposition

Proceeding Number: 91207921 Filing Date: Nov 07, 2012

Status: Pending Status Date: Nov 07, 2012

Interlocutory Attorney: JENNIFER KRISP

Defendant

Name: Layalina Tobacco Manufacturing F.Z.C.

Correspondent Address: JEFFREY H GREGER
LOWE HAUPTMAN HAM & BERNER LLP
2318 MILL ROAD , SUITE 1400
ALEXANDRIA VA , 22314
UNITED STATES

Correspondent e-mail: jhgreger@ipfirm.com,kbaird@ipfirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

OCEAN MIST Opposition Pending 85555791
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM PC
22952 MILL CREEK DR
LAGUNA HILLS CA , 92653
UNITED STATES

Correspondent e-mail: NPatel@thePatelLawFirm.com , MUy@thePatelLawFirm.com , JChuan@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500

TROPICAL MIST Registered 85360053 4196957



HAWAIIAN MIST Registered 85359875 4196953
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Nov 07, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 08, 2012 Dec 18, 2012

3 PENDING, INSTITUTED Nov 08, 2012

4 D'S MOTION TO DISMISS - RULE 12(B) Dec 17, 2012

5 D'S MOTION TO DISMISS - RULE 12(B) Dec 17, 2012

6 D'S MOTION TO DISMISS - RULE 12(B) Dec 17, 2012

7 P'S OPPOSITION/RESPONSE TO MOTION Jan 04, 2013

8 D'S REPLY IN SUPPORT OF MOTION Jan 23, 2013

9 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Jan 25, 2013

10 PROCEEDINGS RESUMED Feb 04, 2013

11 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Feb 26, 2013

12 P MOT TO SUSP PEND DISP CIV ACTION Feb 27, 2013

13 D MOT TO DISMISS: FRCP 12(B) Mar 27, 2013

14 D CHANGE OF CORRESP ADDRESS Mar 27, 2013

15 SUSP PEND DISP OF CIVIL ACTION Apr 15, 2013

16 CHANGE OF CORRESP ADDRESS Nov 08, 2013

17 RESPONSE DUE 30 DAYS (DUE DATE) Apr 18, 2014 May 18, 2014

18 RESPONSE DUE Jul 02, 2014

19 P MOT TO SUSP PEND DISP CIV ACTION Aug 04, 2014

20 SUSP PEND DISP OF CIVIL ACTION Sep 15, 2014

21 P APPEARANCE / POWER OF ATTORNEY Jan 16, 2015
Type of Proceeding: Opposition

Proceeding Number: 91197260 Filing Date: Nov 04, 2010

Status: Terminated Status Date: Jul 17, 2012

Interlocutory Attorney: ROBERT COGGINS

Defendant

Name: Inhale, Inc.

Correspondent Address: LOUIS F TERAN
STRATEGIC LEGAL COUNSELING
1055 E COLORADO BLVD SUITE 500
PASADENA CA , 91106 2371
UNITED STATES

Correspondent e-mail: lteran@strategiclegalcounseling.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STRAWBERRY APPLE MIST Abandoned - After Inter-Partes Decision 77934179
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM PC
2532 DUPONT DR
IRVINE CA , 92612
UNITED STATES

Correspondent e-mail: NPatel@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

CITRUS MIST Registered 77699076 3695500
Prosecution History



Entry
Number History Text Date Due Date

1 FILED AND FEE Nov 04, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 04, 2010 Dec 14, 2010

3 PENDING, INSTITUTED Nov 04, 2010

4 ANSWER Dec 09, 2010

5 D'S MOTION FOR SUMMARY JUDGMENT Feb 18, 2011

6 DATES REMAIN AS SET Mar 14, 2011

7 D'S MOTION FOR SUMMARY JUDGMENT Mar 15, 2011

8 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

9 P'S OPPOSITION/RESPONSE TO MOTION Apr 18, 2011

10 D'S REPLY IN SUPPORT OF MOTION May 02, 2011

11 DEF'S MOTION FOR SUMMARY JUDGMENT DENIED Mar 16, 2012

12 WITHDRAWAL OF OPPOSITION Jun 21, 2012

13 BOARD'S COMMUNICATION Jun 26, 2012

14 WITHDRAWAL OF APPLICATION Jul 05, 2012

15 BOARD'S DECISION: SUSTAINED Jul 17, 2012

16 TERMINATED Jul 17, 2012
Type of Proceeding: Opposition

Proceeding Number: 91195039 Filing Date: May 25, 2010

Status: Terminated Status Date: Dec 07, 2010

Interlocutory Attorney: ELIZABETH WINTER

Defendant

Name: Emirates Tobacco Manufacturing

Correspondent Address: JEFFREY H GREGER
LOWE HAUPTMAN HAM & BERNER, LLP
1700 DIAGONAL RD , SUITE 310
ALEXANDRIA VA , 22314-2866
UNITED STATES

Correspondent e-mail: jhgreger@ipfirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ORANGE BLUE Abandoned - After Inter-Partes Decision 77692194
Plaintiff(s)

Name: Starbuzz Tobacco, Inc.

Correspondent Address: NATU J PATEL
THE PATEL LAW FIRM, P.C.
2532 DUPONT DRIVE
IRVINE CA , 92612
UNITED STATES

Correspondent e-mail: npatel@thePatelLawFirm.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BLUE MIST
Section 8 and 15 - Accepted and
Acknowledged

77619104 3619407

MELON BLUE Registered 77461889 3815043
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE May 25, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 26, 2010 Jul 05, 2010

3 PENDING, INSTITUTED May 26, 2010

4 ANSWER AND COUNTERCLAIM ( FEE) Jul 03, 2010

5 TRIAL DATES RESET Jul 23, 2010



6 P'S MOTION TO DISMISS - RULE 12(B) Aug 17, 2010

7 P'S MOTION TO STRIKE Aug 17, 2010

8 PROCEEDINGS RESUMED Oct 29, 2010

9 WITHDRAWAL OF OPPOSITION Nov 29, 2010

10 BD'S DECISION: DISMISSED W/ PREJUDICE Dec 07, 2010

11 TERMINATED Dec 07, 2010



 Please logout when you are done to release system resources allocated for you. 

Record 1 out of 1

( Use the "Back" button of the Internet Browser to 
return to TESS)

United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Feb 11 03:20:58 EST 2015 

Logout

Word Mark BLUE MIST

Goods and Services IC 034. US 002 008 009 017. G & S: Pipe Tobacco, Tobacco, Smoking Tobacco, Flavored 
Tobacco, Molasses Tobacco. FIRST USE: 20061201. FIRST USE IN COMMERCE: 
20061201

Standard Characters 
Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK

Serial Number 77619104

Filing Date November 20, 2008

Current Basis 1A

Original Filing Basis 1A

Published for 
Opposition

February 24, 2009

Registration Number 3619407

International 
Registration Number

1031097

Registration Date May 12, 2009

Owner (REGISTRANT) Starbuzz Tobacco, Inc. CORPORATION CALIFORNIA 10871 Forbes Ave 
Garden Grove CALIFORNIA 92843

Attorney of Record Natu J. Patel

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead Indicator LIVE
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EXHIBIT B 
Petition for Cancellation 

BLUE MIST Mark 

U.S. Registration No. 3619407 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA568658
Filing date: 11/01/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Starbuzz Tobacco, Inc.

Granted to Date
of previous
extension

11/06/2013

Address 10630 Fern Avenue
Stanton, CA 90680
UNITED STATES

Correspondence
information

Natu J. Patel
THE PATEL LAW FIRM, P.C.
22952 Mill Creek Drive
Laguna Hills, CA 92653
UNITED STATES
NPatel@thePatelLawFirm.com Phone:(949) 955-1077

Applicant Information

Application No 85846992 Publication date 07/09/2013

Opposition Filing
Date

11/01/2013 Opposition
Period Ends

11/06/2013

Applicant SIS Resources Ltd.
P.O. Box 674
Bet Shemesh, ILX 99000
ILX

Goods/Services Affected by Opposition

Class 034. First Use: 2010/09/19 First Use In Commerce: 2010/09/19
All goods and services in the class are opposed, namely: Electronic cigarettes components,
accessories, parts, and structural parts therefor, namely, refill cartridges, cartomisers, and atomisers

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3619407 Application Date 11/20/2008

Registration Date 05/12/2009 Foreign Priority
Date

NONE

Word Mark BLUE MIST

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2006/12/01 First Use In Commerce: 2006/12/01
Pipe Tobacco, Tobacco, Smoking Tobacco,Flavored Tobacco, Molasses
Tobacco

U.S. Registration
No.

3695500 Application Date 03/25/2009

Registration Date 10/13/2009 Foreign Priority
Date

NONE

Word Mark CITRUS MIST

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2008/03/04 First Use In Commerce: 2008/03/04
Pipe tobacco; molasses tobacco; tobacco; smoking tobacco; flavored tobacco;
herbal molasses herbs for smoking, tobacco and tobacco substitutes

Attachments 77619104#TMSN.jpeg( bytes )
77699076#TMSN.jpeg( bytes )
MOCHA MIST - Notice of Opposition 110113.pdf(755332 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /natupatel/

Name Natu J. Patel



Date 11/01/2013

























 

 

 

 

 

 

 

 

 

 

EXHIBIT C 
Petition for Cancellation 

BLUE MIST Mark 

U.S. Registration No. 3619407 
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Complaint 
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Natu J. Patel, SBN 188618 
Jason Chuan, SBN 261868 
Daniel H. Ngai, SBN 302297 
THE PATEL LAW FIRM, P.C.  
22952 Mill Creek Drive 
Laguna Hills, California 92653 
Phone: 949.955.1077 
Facsimile: 949.955.1877 
NPatel@thePatelLawFirm.com  
 
Attorneys for Plaintiff, 
Starbuzz Tobacco, Inc., 
a California corporation 

 
UNITED STATES DISTRICT COURT  

CENTRAL DISTRICT OF CALIFORNIA  
 

STARBUZZ TOBACCO, INC., a 
California corporation, 
 
  Plaintiff, 

 vs. 

 
SIS RESOURCES LTD., an Israeli 
corporation, NU MARK LLC, a 
Virginia limited liability company, 
 
  Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No.:  
 
COMPLAINT FOR: 
 

1. TRADEMARK INFRINGEMENT 
(UNDER 15 U.S.C. §1114); 
 

2. FALSE DESIGNATION OF     
ORIGIN (UNDER 15 U.S.C. 
§1125); 

 
3. UNFAIR BUSINESS PRACTICES  

(UNDER BUS. & PROF. CODE 
§17200 et seq.); AND 
 

4. COMMON LAW TRADEMARK 
INFRINGEMENT AND UNFAIR 
COMPETITION 
 
 

DEMAND FOR JURY TRIAL 
 

Case 8:15-cv-00176-JLS-RNB   Document 1   Filed 02/04/15   Page 1 of 23   Page ID #:1
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Complaint 
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 Plaintiff, Starbuzz Tobacco, Inc. complains and alleges as follows: 

PARTIES 

1. Plaintiff, Starbuzz Tobacco, Inc. (“Starbuzz” or “Plaintiff”), is now, 

and at all times relevant herein was, a corporation organized under the laws of the 

State of California, with its principal place of business in the City of Garden 

Grove, California. 

2. Defendant, SIS Resources LTD. (“SIS Resources”), is now, and at all 

times relevant herein was, a corporation organized under the laws of Israel, with its 

principal place of business at 9/2 Nahal Arugot St., Ramat Beit Shemesh, Israel 

99097.  Starbuzz is informed and believes, and on that basis alleges, that SIS 

Resources is the owner of the infringing MOCHA MIST trademark which it uses 

and displays in this judicial district. 

3. Defendant Nu Mark LLC (“Nu Mark”) is now, and at all times 

relevant herein was, a limited liability company organized under the laws of the 

State of Virginia, with its principal place of business at 6603 W. Broad Street, 

Richmond, Virginia 23260.  Defendant Nu Mark does business within this judicial 

district through its website www.greensmoke.com which displays the infringing 

MOCHA MIST trademark to consumers in this judicial district.   
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4. Starbuzz is informed and believes, and on that basis alleges, that in 

April 2014, Nu Mark acquired the original owner of the www.greensmoke.com 

website, namely Green Smoke, LLC.   

5. SIS Resources and Nu Mark are collectively referred to as 

“Defendants.”  

6. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants are responsible for each of their acts and for their conduct, which are 

the true legal causes for the damages herein alleged. 

JURISDICTION AND VENUE  

7. This Court has original jurisdiction over this action pursuant to 15 

U.S.C. §§1119 and 1121, and 28 U.S.C. §§1331 and 1338, in that this Complaint 

raises federal questions under the United States Trademark Act (Lanham Act), 15 

U.S.C. §1051 et seq.  The Court has supplemental jurisdiction over the state law 

claims pursuant to 28 U.S.C. §1367.  

8. The Court has personal jurisdiction over Defendants because they 

have purposefully engaged in using trademarks that are identical to, and 

confusingly similar to, Starbuzz’s trademarks in connection with the sale and 

distribution of electronic cigarettes and e-liquids.  Since Starbuzz’s registered 

trademarks provide constructive notice of Starbuzz’s intellectual property rights 

and Starbuzz’s location, Defendants knew or should have known that their 
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activities were directed towards California, and the effect of those activities would 

be felt in California.   

9. The Court also has personal jurisdiction over Defendants because 

Defendants have engaged in business activities in and directed to California, and 

have committed tortious acts within the State.   

10. The Court also has personal jurisdiction over Defendants because they 

have purposefully availed themselves of the opportunity to conduct commercial 

activities in this forum.  The Complaint arises out of those commercial activities. 

11. Venue is proper in this district under 28 U.S.C. § 1391 (b) and (c) in 

that substantial injury occurred and continues to occur in this district, a substantial 

portion of the events that are the subject of this action took place in this district, 

and Defendants are doing business within this judicial district and are subject to 

personal jurisdiction in this district. 

AGENCY 

12. At all times herein mentioned, each Defendant was the agent, servant, 

joint venturer, partner, or employee of the other Defendants, successor 

corporations, successors in interest, or entities and, in doing the things herein 

alleged, were acting within the purpose and scope of said agency or employment at 

the time of the incident.  All Defendants were acting within the scope and course 
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of that agency and employment and with the knowledge and implied and/or 

express consent and permission of the other Defendants. 

INTRODUCTION  

13. This case alleges a straightforward yet egregious claim of trademark 

infringement, and other violations of federal and state law.  It is egregious because 

Defendants have intentionally duplicated, adopted, and used trademarks that are 

identical or substantially similar to Starbuzz’s trademarks in their products with 

blatant disregard to Starbuzz’s intellectual property rights, in order to unfairly 

compete with Starbuzz and to trade upon Starbuzz’s goodwill. 

14. As a manufacturer and supplier of premium hookah tobacco, as well 

as a distributor of hookahs, electronic cigarettes, electronic vaporizers, e-liquids 

and other products worldwide, Starbuzz has obtained over ninety (90) federally 

registered trademarks in the United States and has sought to obtain worldwide 

intellectual property protection in more than thirty-three (33) countries.    

15. Over the past several years, Starbuzz has sold, and continues to sell, 

tobacco products, electronic cigarettes, e-liquid, and electronic vaporizers bearing 

one or more of the following trademarks: BLUE MIST and CITRUS MIST. 

Starbuzz’s aforementioned marks are collectively referred to as the “Starbuzz 

Marks.”   
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16. Starbuzz discovered that Defendants are using trademarks that are 

identical or substantially similar to the Starbuzz Marks in connection with 

Defendants’ products. 

17. Defendants are not affiliated with Starbuzz in any way, and do not 

have Starbuzz’s permission to use the Starbuzz Marks, or any mark that is 

confusingly similar to the Starbuzz Marks. 

18. Defendants intentionally adopted and use the confusingly similar 

trademark MOCHA MIST in connection with electronic cigarettes, cartridges, and 

vaporizers (the “Infringing Products”), to falsely convey to consumers, vendors, 

and third parties an association with Starbuzz, and to unfairly trade and benefit 

from the reputation and goodwill of Starbuzz’s business and the Starbuzz Marks. 

19. On February 12, 2013, Defendant SIS Resources filed a trademark 

application, serial no. 85/846,992 for the MOCHA MIST trademark under Section 

1(b) of the Lanham Act, 15 U.S.C. § 1051(a), alleging a date of first use of 

September 19, 2010.  The MOCHA MIST trademark is referred to herein as the 

“Infringing Mark.” 

20. Defendants are aware that their actions are specifically prohibited and 

are on notice that Starbuzz has not consented to their actions in any way. 
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21. By this Complaint, Starbuzz seeks to prevent deception, consumer 

confusion, mistake, annoyance, and loss of customer goodwill, and to protect its 

intellectual property and reputation from intentional infringement.  

22. Starbuzz files this civil action against Defendants for violations of the 

United States Trademark Act (Lanham Act), 15 U.S.C. §1051 et seq., and related 

state and common law claims. 

FACTS 

23. For the past several years, Starbuzz has been using the Starbuzz 

Marks in commerce. 

OWNERSHIP OF THE STARBUZZ MARKS  

24. Starbuzz also registered with the United States Patent and Trademark 

Office (“USPTO”) the following marks for various tobacco and related products: 

Trademark Reg. No. Register 

 

First Use At Least 
As Early As 

BLUE MIST 

Exhibit  

3,619,407 Principal December 1, 2006 A 

CITRUS MIST 3,695,500 Principal March 4, 2008 B 

 
25. At all times relevant herein, Starbuzz has been, and still is, the owner 

of the exclusive rights, title, and interest in the Starbuzz Marks for tobacco and 

other related products, and has the full and exclusive rights to bring suit to enforce 

its trademark rights, including the right to recover for past infringement. 
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26. Starbuzz manufactures, distributes, imports, and sells tobacco 

products throughout the United States and internationally.  Starbuzz also 

distributes and sells tobacco alternative products, such as electronic cigarettes, e-

liquids, and other related products throughout the United States and internationally.  

Starbuzz prides itself on its reputation for high-quality products.  Starbuzz’s 

continued goal is to develop new and popular tobacco, tobacco alternatives, and 

other related products while preserving the quality of its products and brand 

identity. 

STARBUZZ’S CONTINUOUS USE OF ITS MARKS 

27. Starbuzz sells its products to thousands of customers and clients, 

including boutique stores, wholesalers, and suppliers.  Starbuzz has used, created 

and marketed the Starbuzz Marks continuously over the years.  The Starbuzz 

Marks have brought Starbuzz enormous success, and Starbuzz is now known for its 

high quality products.  

28. Starbuzz uses the Starbuzz Marks on advertising brochures, 

advertising leaflets, on the Internet, and on the packaging of its products. 

29. Starbuzz’s intellectual property and brand identity have substantial 

image recognition.   

30. The Starbuzz Marks are important as they serve as easily-recognizable 

identifiers of the high quality goods and services that Starbuzz offers.  There is a 
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particularly close association among consumers between Starbuzz, the Starbuzz 

Marks, and the quality of the products and services offered under the Starbuzz 

Marks.  For consumers, customers, vendors, and clients, the Starbuzz Marks are 

associated with original, flavorful, and smooth smoking tobacco, tobacco 

alternatives, and related products of the highest quality at an affordable price. 

 

DEFENDANT’S WRONGFUL ACTS  

31. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants have sold and are currently selling, distributing, advertising and 

promoting the Infringing Products on the website 

Sales of Infringing Products 

www.greensmoke.com.  Plaintiff 

is informed and believes, and thereon alleges, that Nu Mark distributes SIS 

Resources’ products throughout the United States, including California, through 

that website.  True and correct copies of printouts from various parts of the website 

www.greensmoke.com are attached hereto as Exhibit C

32. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants have continuously and systematically distributed the Infringing 

Products throughout California and the United States, misled and confused 

consumers, and negatively affected the publicity regarding the Starbuzz products. 

.   
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33. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants are using the Infringing Mark to market, promote, advertise and sell 

the Infringing Products. 

34. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants knew of Starbuzz’s prior use of the Starbuzz Marks by virtue of 

Starbuzz’s trademark registrations and reputation in the tobacco market. 

35. Nonetheless, Defendants adopted the Infringing Mark to market and 

sell the Infringing Products, to deceive consumers into believing that the Infringing 

Products are produced and manufactured by Starbuzz, and to trade upon Starbuzz’s 

goodwill. 

 
Defendants’ Use of the Infringing Mark is Likely to Cause Consumer Confusion 

36. Defendants’ distribution and sale of the Infringing Products bearing 

the Infringing Mark is likely to cause consumer confusion.   

37. To date, Defendants are continuing with their infringing activity.   

38. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants began using the Infringing Mark after Starbuzz began using the 

Starbuzz Marks for various products.  Therefore, Starbuzz’s rights in the Starbuzz 

Marks have priority over Defendants’ rights in the Infringing Mark. 

39. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants knew of Starbuzz’s prior use of the Starbuzz Marks.  Nonetheless, 
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Defendants adopted and/or used the Infringing Mark to advertise their business and 

products. 

40. Starbuzz is informed and believes, and on that basis alleges, that given 

the similar or related nature of Starbuzz’s products and the Infringing Products, 

and the similarity between the Infringing Mark and the Starbuzz Marks, consumers 

are likely to be confused as to the source of Starbuzz’s products and Defendants’ 

products. 

41. Starbuzz is further informed and believes, and on that basis alleges, 

that Defendants intentionally, and in bad faith, adopted and used the Infringing 

Mark to trade upon the fame and goodwill associated with the Starbuzz Marks, to 

deceive consumers, vendors and third parties, to attract new business in 

competition to Starbuzz, and to derive an economic benefit therefrom.  

42. Defendants knowingly used and continue to use the Infringing Mark 

without Starbuzz’s consent or authorization.  

43. The products that Defendants offer under the Infringing Mark are in 

the same category of products which Starbuzz offers under the Starbuzz Marks.  

Therefore, Defendants’ use of the Infringing Mark is likely to cause consumer 

confusion. 

44. Starbuzz and Defendants sell their products online.  Starbuzz and 

Defendants thus have convergent marketing channels.   
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45. Starbuzz is further informed and believes, and on that basis alleges, 

that Starbuzz and Defendants have convergent marketing channels since they sell 

and market products within the same geographic area.  

46. Defendants’ use of convergent marketing channels increases the 

likelihood of consumer confusion.   

47. Defendants’ continued use of the Infringing Mark is thus likely to lead 

consumers, retailers, wholesalers, and vendors to mistakenly conclude that 

Defendants’ products are affiliated, connected, or associated with Starbuzz.  

Consumers are likely to be misled and confused as to the true source, sponsorship, 

or affiliation of Defendants’ products. 

48. Starbuzz never consented, either orally or in writing, to allow 

Defendants to use trademarks identical or similar to the Starbuzz Marks for any 

reason, including the marketing and sale of Infringing Products. 

49. Defendants knowingly used and continue to use the Infringing Mark 

without Starbuzz’s consent or authorization.  

FIRST CLAIM FOR RELIEF  
[Trademark Infringement Under Lanham Act 15 U.S.C. §1114] 

(Against All Defendants) 
 

50. Starbuzz re-alleges and incorporates by this reference paragraphs 1 

through 49, inclusive, of this Complaint as if fully set forth herein. 
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51. Defendants’ use of the Infringing Mark to promote, market, or sell 

Infringing Products constitutes trademark infringement pursuant to 15 U.S.C. 

§1114.  

52. Defendants have promoted, sold, and marketed, and continue to 

promote, sell, and market, Infringing Products using the Infringing Mark, which 

are identical or confusingly similar to the Starbuzz Marks. 

53. Starbuzz is informed and believes, and on that basis alleges, that its 

use of the Starbuzz Marks in commerce predates Defendants’ use of the Infringing 

Mark in commerce. 

54. The Starbuzz Marks are highly distinctive, arbitrary and/or fanciful, 

and are entitled to strong trademark protection. 

55. Defendants continue to promote, sell and market the Infringing 

Products under the Infringing Mark, in direct competition with Starbuzz’s 

products, which Starbuzz promotes, sells, and markets under the Starbuzz Marks.  

Defendants therefore use the Infringing Mark on the same, related, or 

complementary category of goods as Starbuzz. 

56. Defendants’ Infringing Mark is so similar in appearance, 

pronunciation, meaning, and commercial impression to the Starbuzz Marks that 

consumers are likely to be confused as to the source of the parties’ products. 
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57. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants market and sell their products throughout the United States through 

various channels, including, but not limited to, the internet and retail stores and 

shops.  These are the same channels through which Starbuzz markets and sells its 

goods. 

58. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants intentionally and willfully adopted the Infringing Mark in an effort to 

deceive or cause confusion with the consuming public. 

59. Defendants’ attempts to cause confusion, or to cause mistake, or to 

deceive further indicate an intentional and willful infringement upon the Starbuzz 

Marks. 

60. Defendants’ continued use of the Infringing Mark also demonstrates 

Defendants’ intentional and willful infringement of the Starbuzz Marks. 

61. Defendants’ intentional, continuing, and willful infringement of the 

Starbuzz Marks has caused and will continue to cause damage to Starbuzz, and is 

causing irreparable harm to Starbuzz for which there is no adequate remedy at law.   

62. Defendants are directly, contributorily, and/or vicariously liable for 

these actions. 
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SECOND CLAIM FOR RELIEF  
[Trademark Infringement - False Designation of Origin Under 

Lanham Act 15 U.S.C. §1125(a)(1)(A)] 
(Against All Defendants) 

 
63. Starbuzz re-alleges and incorporates by this reference paragraphs 1 

through 62, inclusive, of this Complaint as if fully set forth herein. 

64. In connection with Infringing Products, Defendants knowingly and 

willfully used in commerce, words, terms, names, symbols, or devices, or a 

combination thereof, which are likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection, or association of Defendants with 

Starbuzz, or as to the origin, sponsorship, or approval of Defendants’ goods. 

65. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants willfully and intentionally created a false or misleading affiliation, 

connection, or association between Defendants’ goods and Starbuzz’s goods. 

66. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants adopted words, terms, names, symbols, or devices, or a combination 

thereof, which are similar to the Starbuzz Marks, or willfully and intentionally 

marketed their goods and services with words, terms, names, symbols, or devices, 

or a combination thereof, similar to the Starbuzz Marks. 

67. Starbuzz is informed and believes, and on that basis alleges, that 

Starbuzz’s use of the Starbuzz Marks in commerce precedes Defendants’ use of the 

Infringing Marks in interstate commerce. 
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68. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants’ aforesaid acts were done with knowledge of Starbuzz’s trademarks, 

and the knowledge that use of such words, terms, names, symbols, or devices, or a 

combination thereof, was misleading. 

69. Defendants’ intentional and willful infringement of Starbuzz’s 

trademarks has caused and will continue to cause damage to Starbuzz and is 

causing irreparable harm to Starbuzz for which there is no adequate remedy at law. 

70. Starbuzz was damaged by these acts in an amount to be proven at 

trial.  Defendants’ actions have caused and will continue to cause irreparable harm 

to Starbuzz for which there is no adequate remedy at law. Thus, Starbuzz is also 

entitled to injunctive and equitable relief against Defendants under the Lanham 

Act. 

71. Defendants are directly, contributorily, and/ or vicariously liable for 

these actions. 

THIRD CLAIM FOR RELIEF  
[Unfair Competition – Violation of California  
Business and Professions Code §17200 et seq.] 

(Against All Defendants) 
 

72. Starbuzz re-alleges and incorporates by this reference paragraphs 1 

through 71 inclusive, of this Complaint as if fully set forth herein. 

73. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants’ aforesaid acts constitute actionable wrongs under California Business 
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and Professions Code §17200 et seq. in that Defendants’ unlawful, unfair, or 

fraudulent use of words, terms, names, symbols, or devices, or a combination 

thereof, which are similar to the Starbuzz Marks, create a probability of confusion 

or misunderstanding as to the source, sponsorship, approval, or certification of  

Starbuzz’s and Defendants’ goods.   

74. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants have offered and continue to market goods using words, terms, names, 

symbols, or devices, or a combination thereof, which are similar to the Starbuzz 

Marks, in an attempt to unfairly compete with Starbuzz. 

75. Starbuzz is further informed and believes, and on that basis alleges, 

that Defendants have also been attempting to unfairly compete with Starbuzz 

through the use of deceptive and/or misleading advertising. 

76. By reason of the foregoing unlawful acts, Defendants have caused, 

and continue to cause, substantial and irreparable damage and injury to Starbuzz 

and to the public.  Defendants have benefited from such unlawful conduct, and will 

continue to carry out such unlawful conduct and to be unjustly enriched thereby, 

unless enjoined by this Court. 

77. As a proximate and direct result of Defendants’ acts as herein alleged, 

Starbuzz has sustained damages in an amount to be proven at trial. 
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78. Defendants are directly, contributorily and/or vicariously liable for 

these actions. 

FOURTH CLAIM FOR RELIEF  
[Common Law Trademark Infringement and Unfair Competition]  

(Against All Defendants) 
 

79. Starbuzz re-alleges and incorporates by this reference paragraphs 1 

through 78, inclusive, of this Complaint as if fully set forth herein. 

80. Starbuzz is informed and believes, and on that basis alleges, that 

Defendants’ aforesaid acts constitute actionable wrongs under the common law in 

that Defendants’ use of the Infringing Mark constitutes an infringement and 

violation of Starbuzz’s rights in its trademarks, and creates a likelihood that 

Starbuzz’s customers, potential customers, and the public generally will be 

confused or misled as to the source of goods and services because they are likely to 

believe that Defendants’ products are identical to or affiliated with that of 

Starbuzz. 

81. By reason of the foregoing unlawful acts, Defendants have caused, 

and continue to cause, substantial and irreparable damage and injury to Starbuzz 

and to the public.  Defendants have benefited from such unlawful conduct and will 

continue to carry out such unlawful conduct and to be unjustly enriched thereby 

unless enjoined by this Court. 
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82. As a proximate and direct result of Defendants’ acts as herein alleged, 

Starbuzz has sustained damages in an amount to be proven at trial. 

83. Defendants are directly, contributorily and/or vicariously liable for 

these actions. 

 WHEREFORE, Starbuzz respectfully prays for judgment against Defendants 

as follows: 

PRAYER FOR RELIEF  

1. An Order finding that Defendants have infringed Starbuzz’s 

intellectual property rights; 

ON THE FIRST AND SECOND CLAIMS  

2. An Order requiring Defendants to account for and disgorge any and 

all profits received by the use of Starbuzz’s intellectual property pursuant to 15 

U.S.C. §1117(a)(1); 

3. An award of the attorneys’ fees and costs of this action, in an amount 

to be determined at trial, pursuant to 15 U.S.C. §1117(a)(3) and other applicable 

federal and state law;  

4. An Order directing the recall from the marketplace and destruction of 

unauthorized materials bearing Starbuzz’s trademarks, or any confusingly similar 

marks, including, but not limited to, the marks BLUE MIST, CITRUS MIST, and 

MOCHA MIST in any manner, for purposes of advertising or selling, or soliciting 
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purchases of products or services, or products sold in the course of providing such 

services, or any related activities, pursuant to 15 U.S.C. §1118; 

5. A preliminary and permanent injunction, pursuant to 15 U.S.C. §1116, 

enjoining and prohibiting Defendants and any of their officers, directors, 

employees, agents, subsidiaries, distributors, dealers, and all persons in active 

concert or participation with any of them from: 

A. Using Starbuzz’s trademarks, or any confusingly similar marks, 

including, but not limited to, the marks BLUE MIST, CITRUS MIST, and 

MOCHA MIST, in any manner, on or in products, merchandise, or goods, or for 

purposes of advertising, selling, or soliciting purchases of, products or 

merchandise; 

B. Infringing on Starbuzz’s trademarks; 

C. Assisting, aiding, or abetting any other person or business entity in 

engaging in or performing any of the activities referred to in subparagraphs (A) 

and (B) above; 

6. An Order requiring Defendants and their agents, servants, and 

employees and all persons acting in concert with or for them to file with this Court 

and serve on Starbuzz, within thirty (30) days after service of an injunction, a 

report in writing, under oath, setting forth in detail the manner and form in which 

Case 8:15-cv-00176-JLS-RNB   Document 1   Filed 02/04/15   Page 20 of 23   Page ID #:20



 
 

-21- 
Complaint 

 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

Defendants have complied with the applicable injunction, pursuant to 15 U.S.C. 

§1116; 

7. An Order requiring Defendants to withdraw and abandon their 

trademark application, serial no. 85/846,992, for the infringing MOCHA MIST 

Trademark or cancelling Defendant’s infringing MOCHA MIST Trademark 

pursuant to Section 37 of the Lanham Act, 15 U.S.C. § 1119, if it proceeds to 

registration; 

8. Pre-judgment and post-judgment interest on any amounts awarded at 

the maximum legal rate as permitted by law and equity; and 

9. Any other or further relief that the Court deems appropriate, proper, 

and just. 

1. An Order finding that Defendants have infringed Starbuzz’s 

intellectual property rights and unfairly competed with Starbuzz; 

ON THE THIRD AND FOURTH CLAIMS  

2. Judgment for Starbuzz and against Defendants for actual, special, and 

consequential damages, in an amount to be proven at trial and for costs incurred in 

the litigation; 

3. An Order requiring Defendants to account for and disgorge all gains, 

profits, and advantages from the violations of California State, and common law; 
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4. A preliminary and permanent injunction, enjoining and prohibiting 

Defendants and any of their officers, directors, employees, agents, subsidiaries, 

distributors, dealers, and all persons in active concert or participation with any of 

them from using the marks BLUE MIST, CITRUS MIST, and MOCHA MIST to 

advertise, solicit business or otherwise compete with Starbuzz. 

5. Pre-judgment and post-judgment interest on any amounts awarded at 

the maximum legal rate as permitted by law and equity; and 

6. Any other or further relief that the Court deems appropriate, proper, 

and just. 

DATED: February 4, 2015   Respectfully Submitted,   
       THE PATEL LAW FIRM, P.C.   

  
Natu J. Patel, 
Jason Chuan, 
Daniel H. Ngai, 
Attorneys for Plaintiff  
Starbuzz Tobacco, Inc. 
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DEMAND FOR TRIAL BY JURY  

Plaintiff Starbuzz Tobacco, Inc. hereby demands a trial by jury on all 

issues raised in the Complaint.        

DATED: February 4, 2015   Respectfully Submitted, 
THE PATEL LAW FIRM, P.C.  

        
       Natu J. Patel, 

Jason Chuan, 
Daniel H. Ngai, 
Attorneys for Plaintiff  
Starbuzz Tobacco, Inc. 
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Variety of 7 Flavors

Flavor Shield™ Technology

Choice of 5 Nicotine Levels

Smooth, Easy Draw

Unbelievable Vapor Volume

Triple-Sealed for Freshness

Classic: Smooth and Mild

RED LABEL TOBACCO™

Full-Bodied: Woody and Aromatic

ABSOLUTE TOBACCO

Luxurious: Rich and Sweet

TOBACCO GOLD™

Cool: A Refreshing Taste

MENTHOL ICE™

Cultured: A Sophisticated Coffee Blend

MOCHA MIST™

Refined: A Gourmet and Creamy Blend

SMOOTH CREAM™

Exotic: A Warm and Spicy Clove Blend

MOUNTAIN CLOVE™

Not Sure? Get A Variety Pack!

VARIETY PACK

NICOTINE NICOTINE NICOTINE NICOTINE NICOTINE

Flavored Cartridges

FLAVORMAX™ CARTRIDGES

Discover our FlavorMax Cartridges.™ Made with patented technology, these e-cig cartridges

contain two main parts: a heating element and e-liquid. The heating element (aka “atomizer”)

vaporizes the liquid into thick, realistic vapor, which contains nicotine and flavoring.

Nicotine Levels

Flavored Cartridges 1/30/2015 2:45 PM

http://www.greensmoke.com/ecig-info/electronic-cigarette-flavors.html
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Not all flavors are available in the state of California. If you live outside of California and are not able to order those flavors, please call our customer service and they’ll be

happy to assist you.

WARNING: This product contains nicotine which is a highly addictive substance. It is intended for use by existing smokers

above legal age only. Do not use this product to treat any medical condition or habit. Do not use if pregnant, breast-feeding or

suffering from any medical condition. Stop use if you show any sensitivity to this product. This product contains nicotine, a

chemical known to the State of California to cause birth defects or other reproductive harm.

Sign up for email updates & save

Flavored Cartridges 1/30/2015 2:45 PM

http://www.greensmoke.com/ecig-info/electronic-cigarette-flavors.html
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Natu J. Patel, SBN 188618 
Jason Chuan, SBN 261868 
Carla A. Federis, SBN 266611 
THE PATEL LAW FIRM, P.C. 
22952 Mill Creek Drive 
Laguna Hills, California 92653 
Phone: 949.955.1077 
Facsimile: 949.955.1877 
NPatel@thePatelLawFirm.com  
 
Attorneys for Plaintiff and Counter-Defendant, 
Starbuzz Tobacco, Inc. 

 
UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 
 

STARBUZZ TOBACCO, INC., a 
California corporation, 
 
  Plaintiff, 
 

 vs. 

 
LOEC, INC., a Delaware corporation, 
 
  Defendant. 
________________________________ 
 
 
  And Related Counterclaims. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No.: 8:13-cv-00411-CJC-(ANx) 
Honorable Cormac J. Carney 
 
 
 
STARBUZZ TOBACCO, INC. ’S 
ANSWER TO LOEC, INC. ’S 
COUNTERCLAIMS; 
AFFIRMATIVE DEFENSES 
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 Plaintiff and Counter-Defendant Starbuzz Tobacco, Inc. (“Starbuzz”) hereby 

answers Defendant and Counterclaimant LOEC, Inc.’s (“LOEC”) Counterclaims 

(“Counterclaims”) on file herein and admits, denies, and avers as follows: 

NATURE OF THE ACTION  

1. With respect to the allegations of paragraph 1 of the Counterclaims, 

Starbuzz denies that its trademarks employing the term “BLUE” are likely to cause 

consumer confusion with LOEC’s BLU CIGS, BLU, and BLU (design) marks.  

Starbuzz further denies that it has violated federal unfair competition law, that it 

has committed California common law trademark infringement, and that it has 

violated California unfair competition laws.  Starbuzz admits that an action on 

these allegations has been filed. 

2. With respect to the allegations of paragraph 2 of the Counterclaims, 

Starbuzz denies that LOEC has created an association and substantive goodwill 

with its marks.  As to the other allegations, Starbuzz is without information 

sufficient to form a belief as to the truth of falsity of the allegations thereof and 

therefore denies the same. 

3. With respect to the allegations of paragraph 3 of the Counterclaims, 

Starbuzz admits that its business includes the manufacturing and selling tobacco 

and hookah products, and that it has used the marks “BLUE MIST,” “MELON 
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BLUE,” and “BLUE SURFER.”  Starbuzz denies the remaining allegations of 

paragraph 3 of the Counterclaims. 

4. Starbuzz admits the allegations of paragraph 4 of the Counterclaims. 

5. Starbuzz admits the allegations of paragraph 5 of the Counterclaims. 

6. With respect to the allegations of paragraph 6 of the Counterclaims, 

Starbuzz admits that this Court has personal jurisdiction over Starbuzz.  Starbuzz 

denies the remaining allegations of paragraph 6 of the Counterclaims. 

THE PARTIES 

7. With respect to the allegations of paragraph 7 of the Counterclaims, 

Starbuzz is without information sufficient to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

8. Starbuzz admits the allegations of paragraph 8 of the Counterclaims. 

GENERAL ALLEGATIONS  

LOEC ’s Well-Known BLU Family of Marks  

9. With respect to the allegations of paragraph 9 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

10. With respect to the allegations of paragraph 10 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

Case 8:13-cv-00411-CJC-AN   Document 35   Filed 02/03/14   Page 3 of 21   Page ID #:490



 
 

-4- 
Starbuzz Tobacco Inc.’s Answer to LOEC Inc.’s Counterclaims; Affirmative Defenses 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

11. With respect to the allegations of paragraph 11 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

a. With respect to the allegations of paragraph 11(a) of the 

Counterclaims, Starbuzz is without sufficient information to form a 

belief as to the truth or falsity of the allegations thereof and therefore 

denies the same. 

b. With respect to the allegations of paragraph 11(b) of the 

Counterclaims, Starbuzz is without sufficient information to form a 

belief as to the truth or falsity of the allegations thereof and therefore 

denies the same. 

c. With respect to the allegations of paragraph 11(c) of the 

Counterclaims, Starbuzz is without sufficient information to form a 

belief as to the truth or falsity of the allegations thereof and therefore 

denies the same. 

12. With respect to the allegations of paragraph 12 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 
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13. With respect to the allegations of paragraph 13 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

14. With respect to the allegations of paragraph 14 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

15. With respect to the allegations of paragraph 15 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

16. With respect to the allegations of paragraph 16 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

17. With respect to the allegations of paragraph 17 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

18. With respect to the allegations of paragraph 18 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 
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19. With respect to the allegations of paragraph 19 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

20. With respect to the allegations of paragraph 20 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

21. With respect to the allegations of paragraph 21 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

22. With respect to the allegations of paragraph 22 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

Starbuzz’s Infringement of LOEC’s Well-Known BLU Family of Marks  

23. With respect to the allegations of paragraph 23 of the Counterclaims, 

Starbuzz admits that its business has for years included the manufacture and sale of 

tobacco, hookah, and related products.  Starbuzz denies that its business was 

limited to these activities. 

24. With respect to the allegations of paragraph 24 of the Counterclaims, 

Starbuzz admits that it has entered the electronic cigarette market and is selling 
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products under its BLUE MIST Mark.  Starbuzz denies the remaining allegations 

of paragraph 24 of the Counterclaims. 

25. With respect to the allegations of paragraph 25 of the Counterclaims, 

Starbuzz admits that it has manufactured, marketed, and sold electronic cigarettes 

and/or components thereof under the BLUE MIST Mark.  Starbuzz denies the 

remaining allegations of paragraph 25 of the Counterclaims. 

26. Starbuzz admits the allegations of paragraph 26 of the Counterclaims. 

27. Starbuzz admits the allegations of paragraph 27 of the Counterclaims. 

28. With respect to the allegations of paragraph 28 of the Counterclaims, 

Starbuzz admits that it responded to Lorillard’s letter.  Starbuzz denies the 

remaining allegations of paragraph 28 of the Counterclaims. 

29. Starbuzz admits the allegations of paragraph 29 of the Counterclaims. 

30. With respect to the allegations of paragraph 30 of the Counterclaims, 

Starbuzz admits that it responded to Lorillard’s letter.  Starbuzz denies the 

remaining allegations of paragraph 30 of the Counterclaims. 

31. With respect to the allegations of paragraph 31 of the Counterclaims, 

Starbuzz admits that it has used its registered MELON BLUE and BLUE MIST 

Marks on electronic cigarette products and components thereof, and has filed U.S. 

trademark applications for the same.  Starbuzz denies the remaining allegations of 

paragraph 31 of the Counterclaims. 
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a. Starbuzz admits the allegations of paragraph 31(a) of the 

Counterclaims. 

b. Starbuzz admits the allegations of paragraph 31(b) of the 

Counterclaims. 

c. Starbuzz admits the allegations of paragraph 31(c) of the 

Counterclaims. 

d. Starbuzz admits the allegations of paragraph 31(d) of the 

Counterclaims. 

e. Starbuzz admits the allegations of paragraph 31(e) of the 

Counterclaims. 

32. Starbuzz admits the allegations of paragraph 32 of the Counterclaims. 

33. Starbuzz denies all allegations of paragraph 33 of the Counterclaims. 

a. Starbuzz denies all allegations of paragraph 33(a) of the 

Counterclaims. 

b. Starbuzz denies all allegations of paragraph 33(b) of the 

Counterclaims. 

c. Starbuzz denies all allegations of paragraph 33(c) of the 

Counterclaims. 

d. Starbuzz denies all allegations of paragraph 33(d) of the 

Counterclaims. 
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e. Starbuzz denies all allegations of paragraph 33(e) of the 

Counterclaims. 

34. Starbuzz denies all allegations of paragraph 34 of the Counterclaims. 

FIRST CLAIM  

FEDERAL UNFAIR COMPETITION  

(15 U.S.C. § 1125(a); Lanham Act § 43(a)) 

35. With respect to the allegations of paragraph 35 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

36. Starbuzz denies all allegations of paragraph 36 of the Counterclaims. 

37. With respect to the allegations of paragraph 37 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

38. With respect to the allegations of paragraph 38 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

39. Starbuzz denies all allegations of paragraph 39 of the Counterclaims. 

40. Starbuzz denies all allegations of paragraph 40 of the Counterclaims. 

41. Starbuzz denies all allegations of paragraph 41 of the Counterclaims. 

42. Starbuzz denies all allegations of paragraph 42 of the Counterclaims. 
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43. Starbuzz denies all allegations of paragraph 43 of the Counterclaims. 

44. Starbuzz denies all allegations of paragraph 44 of the Counterclaims. 

45. Starbuzz denies all allegations of paragraph 45 of the Counterclaims. 

SECOND COUNTERCLAIM  

CALIFORNIA TRADEMARK INFRINGEMENT  

(California Common Law Trademark Infringement)  

46. With respect to the allegations of paragraph 46 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

47. With respect to the allegations of paragraph 47 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

48. With respect to the allegations of paragraph 48 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

49. With respect to the allegations of paragraph 49 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

50. Starbuzz denies all allegations of paragraph 50 of the Counterclaims. 

51. Starbuzz denies all allegations of paragraph 51 of the Counterclaims. 
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52. Starbuzz denies all allegations of paragraph 52 of the Counterclaims. 

53. Starbuzz denies all allegations of paragraph 53 of the Counterclaims. 

54. Starbuzz denies all allegations of paragraph 54 of the Counterclaims. 

55. Starbuzz denies all allegations of paragraph 55 of the Counterclaims. 

THIRD CLAIM  

CALIFORNIA UNFAIR COMPETITION  

(CAL. BUS. & PROF. CODE § 17200) 

56. With respect to the allegations of paragraph 56 of the Counterclaims, 

Starbuzz is without sufficient information to form a belief as to the truth or falsity 

of the allegations thereof and therefore denies the same. 

57. Starbuzz denies all allegations of paragraph 57 of the Counterclaims. 

58. Starbuzz denies all allegations of paragraph 58 of the Counterclaims. 

PRAYER FOR RELIEF  

1. With respect to the allegations of paragraph 1 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

2. With respect to the allegations of paragraph 2 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

3. With respect to the allegations of paragraph 3 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 
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a. With respect to the allegations of paragraph 3a of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed 

therein. 

b. With respect to the allegations of paragraph 3b of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed 

therein. 

c. With respect to the allegations of paragraph 3c of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed 

therein. 

d. With respect to the allegations of paragraph 3d of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed 

therein. 

e. With respect to the allegations of paragraph 3e of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed 

therein. 

4. With respect to the allegations of paragraph 4 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

5. With respect to the allegations of paragraph 5 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 
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6. With respect to the allegations of paragraph 6 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

7. With respect to the allegations of paragraph 7 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

8. With respect to the allegations of paragraph 8 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

9. With respect to the allegations of paragraph 9 of the Prayer for Relief, 

Starbuzz denies that LOEC is entitled to the relief claimed therein. 

10. With respect to the allegations of paragraph 10 of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed therein. 

11. With respect to the allegations of paragraph 11 of the Prayer for 

Relief, Starbuzz denies that LOEC is entitled to the relief claimed therein. 

AFFIRMATIVE DEFENSES  

 Without admitting any allegations of the Counterclaims not otherwise 

admitted, Starbuzz avers and asserts affirmative defenses as follows:  

FIRST AFFIRMATIVE DEFENSE  
(Waiver and Estoppel) 

 
 AS A FIRST SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC, by conduct, 

representations, and/or omissions, has waived, relinquished, and/or abandoned its 
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rights, and is equitably stopped from asserting, any claim for relief against 

Starbuzz with respect to each purported cause of action therein.  

SECOND AFFIRMATIVE DEFENSE  
(No Injury) 

 
 AS A SECOND SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: because Starbuzz's 

allegedly infringing marks do not cause confusion with LOEC’s marks, LOEC has 

not suffered and could not have suffered any injury from Starbuzz’s use of the 

allegedly infringing marks. 

THIRD AFFIRMATIVE DEFENSE  
(No Damages) 

 
 AS A THIRD SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC has suffered no 

damages and/or has failed to mitigate damages, if any. 

FOURTH AFFIRMATIVE DEFENSE  
(Laches) 

 
 AS A FOURTH SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s claims are 

barred, in whole or in part, by the equitable doctrine of laches. 

// 

// 

// 
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FIFTH AFFIRMATIVE DEFENSE  
(Justification) 

 
 AS A FIFTH SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: as to each cause of 

action, Starbuzz was justified in doing, or refraining from performing, the acts 

alleged in the Counterclaims. 

SIXTH AFFIRMATIVE DEFENSE  
(Adequate Remedy at Law) 

 
 AS A SIXTH SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s claims for 

equitable relief are barred to the extent that there is an adequate remedy at law. 

SEVENTH AFFIRMATIVE DEFENSE  
(Trademark Unenforceability) 

 
 AS AN SEVENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s 

trademarks are unenforceable because they are descriptive and lack secondary 

meaning. 

EIGHT AFFIRMATIVE DEFENSE  
(Prior Use/Registration) 

 
 AS A EIGHT SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s claims are 
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barred, in whole or in part, by Starbuzz’s prior use and/or registration of the BLUE 

MIST, MELON BLUE, and BLUE SURFER marks. 

NINTH AFFIRMATIVE DEFENSE  
(Failure to Protect Rights) 

 
AS A NINTH SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC failed to protect 

and/or enforce its alleged rights against Starbuzz, because LOEC knew of 

Starbuzz’s use of its marks, yet failed to timely object. 

TENTH AFFIRMATIVE DEFENSE  
(No Irreparable Harm) 

 
 AS AN TENTH SEPARATE AND AFFIRMATIVE DEFENSE TO EACH 

AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC has suffered no 

harm and/or irreparable harm. 

ELEVENTH AFFIRMATIVE DEFENSE  
(Invalidity of Trademark on the Basis of Descriptiveness) 

 
 AS A ELEVENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s 

trademarks, if any, are invalid.  LOEC has alleged that its electronic cigarettes 

have a blue-colored LED tip that lights up, and that the blue-colored LED is an 

important and distinguishable part of the BLU Marks.  If LOEC’s allegations are 

true, then LOEC has admitted that its BLU mark describes a distinguishable 
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feature of its products.  Therefore, LOEC’s marks lack inherent distinctiveness and 

are not protectable without a showing of acquired distinctiveness. 

TWELFTH AFFIRMATIVE DEFENSE  
(Priority and Non-Infringement of Trademark) 

 
 AS A TWELFTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: LOEC’s 

trademark infringement claims fail since Starbuzz used its BLUE MIST and 

MELON BLUE marks in commerce before LOEC and its predecessor(s) in interest 

began using the BLU Marks in commerce.  In addition, Starbuzz is informed and 

believes, and thereon alleges, that LOEC’s BLU Marks are descriptive and did not 

acquire distinctiveness, if any, until after Starbuzz began use of its BLUE MIST, 

MELON BLUE, and BLUE SURFER marks for tobacco products.   

THIRTEENTH AFFIRMATIVE DEFENSE  
(No Unfair Competition) 

 
AS A THIRTEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: Starbuzz has 

not engaged in unfair competition under California Common Law and California 

Business and Professions Code § 17200 et seq. 

// 

// 

// 
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FOURTEENTH AFFIRMATIVE DEFENSE  
(No Attorneys’ Fees) 

 
 AS A FOURTEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: This is not an 

exceptional case because Starbuzz had no intent to infringe upon the BLU Marks.    

FIFTEENTH AFFIRMATIVE DEFENSE  
(No Profits) 

 
 AS A FIFTEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: California Bus. 

& Prof. Code § 17200 et seq. does not entitle LOEC to non-restitutionary 

disgorgement of Starbuzz’s profits. 

SIXTEENTH AFFIRMATIVE DEFENSE  
(Lack of Proximate Cause) 

 
AS A SIXTEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: the 

Counterclaims are barred because any loss, injury, damage or detriment 

purportedly incurred by LOEC was not proximately caused by the actions or 

omissions of Starbuzz. 

SEVENTEENTH AFFIRMATIVE DEFENSE  
(De Minimis) 

 
AS AN SEVENTEENTH SEPARATE AND AFFIRMATIVE DEFENSE 

TO EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: Starbuzz is 
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not liable for LOEC’s alleged damages since such damages, if any, were de 

minimis when Starbuzz acted in good faith and was in substantial compliance with 

the law. 

EIGHTEENTH AFFIRMATIVE DEFENSE  
(Uncertain/Unmanageable Damages) 

 
AS A EIGHTEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that:  LOEC’s 

requested monetary relief is too speculative, remote, and/or impossible to prove 

and/or allocate. 

NINETEENTH AFFIRMATIVE DEFENSE  
(Reservation) 

 
 AS A NINETEENTH SEPARATE AND AFFIRMATIVE DEFENSE TO 

EACH AND EVERY CAUSE OF ACTION, Starbuzz alleges that: Starbuzz 

currently has insufficient knowledge or information on which to form a belief as to 

whether it may have additional, as yet unstated, affirmative defenses available.  

Starbuzz reserves the right to assert additional affirmative defenses in the event 

that discovery indicates it would be appropriate. 

DATED: February 3, 2014   Respectfully Submitted, 
       THE PATEL LAW FIRM, P.C. 
   

s/Natu J. Patel   
Natu J. Patel 
Attorneys for Plaintiff and  
Counter-Defendant,  
Starbuzz Tobacco, Inc. 
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DEMAND FOR TRIAL BY JURY  

 Counter-Defendant, Starbuzz Tobacco, Inc. hereby demands a trial by jury 

on all issues raised in LOEC, Inc.’s Counterclaims.  

Dated: February 3, 2014    Respectfully Submitted, 
       THE PATEL LAW FIRM, P.C. 
 
       s/Natu J. Patel   
       Natu J. Patel 
       Attorneys for Plaintiff and  
       Counter-Defendant,  
       Starbuzz Tobacco, Inc.  
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CERTIFICATE OF SERVICE 
CENTRAL DISTRICT OF CALIFORNIA 

Starbuzz Tobacco, Inc. v. LOEC, Inc.: Case No.: 8:13-cv-00411-CJC-AN 
 

The undersigned certifies that on February 3, 2014 the following documents 
and all related attachments (“Documents”) were filed with the Court using the 
CM/ECF system. 

 
 STARBUZZ TOBACCO, INC. ’S ANSWER TO LOEC, INC.’S 
 COUNTERCLAIMS; AFFIRMATIVE DEFENSES 

 
Pursuant to L.R. 5-3.3, all parties to the above case and/or each attorneys of 

record herein who are registered users are being served with a copy of these 
Documents via the Court’s CM/ECF system.  Any other parties and/or attorneys of 
record who are not registered users from the following list are being served by first 
class mail. 

 

s/Natu J. Patel    
Natu J. Patel 
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and Incontestability under Sections
8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION NUMBER 3619407

REGISTRATION DATE 05/12/2009

SERIAL NUMBER 77619104

MARK SECTION

MARK BLUE MIST

CORRESPONDENCE SECTION (current)

NAME Martin Jerisat

FIRM NAME Starbuzz Tobacco, Inc.

INTERNAL ADDRESS 10871 Forbes Ave

STREET 10871 Forbes Ave

CITY Garden Grove

STATE California

POSTAL CODE 92843

COUNTRY United States

PHONE 7149954119

EMAIL Martin@starbuzztobacco.com;Jay@starbuzztobacco.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

CORRESPONDENCE SECTION (proposed)

NAME Starbuzz Tobacco, Inc.

STREET 10871 Forbes Ave

CITY Garden Grove

STATE California

POSTAL CODE 92843



COUNTRY United States

PHONE 714-995-4119

EMAIL jay@starbuzztobacco.com;martin@starbuzztobacco.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

GOODS AND/OR SERVICES SECTION

INTERNATIONAL CLASS 034

GOODS OR SERVICES
Pipe Tobacco, Tobacco, Smoking Tobacco, Flavored
Tobacco, Molasses Tobacco

SPECIMEN FILE NAME(S)
\\TICRS\EXPORT16\IMAGEOUT
16\776\191\77619104\xml2\ 8150002.JPG

SPECIMEN DESCRIPTION Product as used in commerce.

OWNER SECTION (current)

NAME Starbuzz Tobacco, Inc.

STREET Unit #A

CITY Fullerton

STATE California

ZIP/POSTAL CODE 92833

COUNTRY United States

PHONE 714-871-6132

OWNER SECTION (proposed)

NAME Starbuzz Tobacco, Inc.

STREET 10871 Forbes Ave

CITY Garden Grove

STATE California

ZIP/POSTAL CODE 92843

COUNTRY United States

PHONE 714-995-4119

EMAIL jay@starbuzztobacco.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL Yes

LEGAL ENTITY SECTION (current)

../8150002.JPG
../8150002.JPG


TYPE corporation

STATE/COUNTRY OF
INCORPORATION California

PAYMENT SECTION

NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

SUBTOTAL AMOUNT 300

TOTAL FEE PAID 300

SIGNATURE SECTION

SIGNATURE /Martin E. Jerisat/

SIGNATORY'S NAME Martin E. Jerisat

SIGNATORY'S POSITION Counsel

DATE SIGNED 05/23/2014

PAYMENT METHOD CC

FILING INFORMATION

SUBMIT DATE Fri May 23 15:14:06 EDT 2014

TEAS STAMP

USPTO/S08N15-108.228.228.
81-20140523151406896174-3
619407-500d282c8237445f77
e5dfeae6d9dea4e4957a2e8c3
529a1f92e25685563d33e7-CC
-1638-2014052314535851832
4



PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER:  3619407
REGISTRATION DATE:  05/12/2009

MARK:  BLUE MIST

The owner, Starbuzz Tobacco, Inc., a corporation of California, having an address of
      10871 Forbes Ave
      Garden Grove, California 92843
      United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 034, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class: Pipe Tobacco, Tobacco, Smoking
Tobacco, Flavored Tobacco, Molasses Tobacco; and the mark has been continuously used in commerce
for five (5) consecutive years after the date of registration, or the date of publication under Section 12(c),
and is still in use in commerce on or in connection with all goods or services listed in the existing
registration for this class. Also, no final decision adverse to the owner's claim of ownership of such mark
for those goods or services exists, or to the owner's right to register the same or to keep the same on the
register; and, no proceeding involving said rights pending and not disposed of in either the U.S. Patent and
Trademark Office or the courts exists.

The owner is submitting one(or more) specimen(s) for this class showing the mark as used in commerce
on or in connection with any item in this class, consisting of a(n) Product as used in commerce..
Specimen File1
The registrant's current Correspondence Information: Martin Jerisat of  Starbuzz Tobacco, Inc.
      10871 Forbes Ave
      10871 Forbes Ave
      Garden Grove, California (CA) 92843
      United States

The registrant's proposed Correspondence Information: Starbuzz Tobacco, Inc.
      10871 Forbes Ave
      Garden Grove, California (CA) 92843
      United States

The phone number is 714-995-4119.

The email address is jay@starbuzztobacco.com;martin@starbuzztobacco.com.

../8150002.JPG


A fee payment in the amount of $300 will be submitted with the form, representing payment for 1
class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods/services identified above, as evidenced
by the attached specimen(s) showing the mark as used in commerce. The mark has been in continuous use
in commerce for five consecutive years after the date of registration, or the date of publication under 15
U.S.C. Section 1062(c), and is still in use in commerce on or in connection with all goods/services listed in
the existing registration. There has been no final decision adverse to the owner's claim of ownership of
such mark for such goods/services, or to the owner's right to register the same or to keep the same on the
register; and there is no proceeding involving said rights pending and not disposed of either in the United
States Patent and Trademark Office or in a court.

The signatory being warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this submission, declares that all statements made of his/her own knowledge
are true and all statements made on information and belief are believed to be true.

Signature: /Martin E. Jerisat/      Date: 05/23/2014
Signatory's Name: Martin E. Jerisat
Signatory's Position: Counsel

Serial Number: 77619104
Internet Transmission Date: Fri May 23 15:14:06 EDT 2014
TEAS Stamp: USPTO/S08N15-108.228.228.81-201405231514
06896174-3619407-500d282c8237445f77e5dfe
ae6d9dea4e4957a2e8c3529a1f92e25685563d33
e7-CC-1638-20140523145358518324
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EXHIBIT I 
Petition for Cancellation 

BLUE MIST Mark 

U.S. Registration No. 3619407 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



From: TMOfficialNotices@USPTO.GOV
Sent: Tuesday, June 10, 2014 11:00 PM
To: jay@starbuzztobacco.com
Cc: martin@starbuzztobacco.com
Subject: Official USPTO Notice of Acceptance/Acknowledgement Sections 8 and 15: U.S. Trademark RN 3619407:

BLUE MIST

Serial Number:    77619104
Registration Number:    3619407
Registration Date:    May 12, 2009
Mark:    BLUE MIST
Owner:    Starbuzz Tobacco, Inc.

  Jun 10, 2014

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058.  The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065.  The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
034

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500 

REQUIREMENTS FOR MAINTAINING REGISTRATION

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File:  You must file a declaration of use (or excusable nonuse) and an application for renewal between the
9th and 10th years after the registration date.  See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File:  You must file a declaration of use (or excusable nonuse) and an application for renewal between



every 9th and 10th-year period, calculated from the registration date.  See 15 U.S.C. §§1058, 1059.

Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS.  THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to  http://tdr.uspto.gov/search.action?sn=77619104.
 NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
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